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DETAILED ACTION 

Response to Amendment 

In view of the amendment, filed on 4/14/2008 following rejections are withdrawn as a 
reason of record from the previous office action, mailed on 12/13/2007. 

•/ Rejection of claims 7-11 under 35 USC 1 12, second paragraph. 
S Rejection of claims 7- 1 1 under 35 USC 1 02(b) as being anticipated by Maruyama 
et al. (US 5,006,058). 

In view of the amendment, filed on 4/14/2008 following objection are withdrawn as a 
reason of record from the previous office action, mailed on 12/13/2007. 
* Objection of PTOL-1449 from. 

Response to Arguments 

1 . Applicant's arguments, see Remarks, filed on 4/142008, with respect to the rejection(s) 
of claim(s) 7 under 102(b) have been fully considered and are persuasive. 

2. Applicant argues that the prior art, Maruyama et al. (US 5,006,058) fails to disclose or 
suggest at least, a first region provided to extend radially outward from an outer circumferential 
edge of the through hole projects from a second region provided to extend radially outward from 
the first region so as to form a step between the first and second regions. Applicant's arguments 
are fully considered and found persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made as follows: 

Election/Restrictions 

3. Claims 1-6 and 12 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) 
as being drawn to a nonelected a mold for molding a disk and a molded product produced by 
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chagrining a molding material into a cavity of a mold for molding disk, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 4/14/2008 and 
the previous office action mailed on 12/13/2007. 

4. Newly submitted claims 13-18 directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: Invention Group I (claims 7-11) 
and Invention group II (claims 13-18) are distinct from each other, and there is no single 
inventive concept, either claims do not have the same technical feature or that the claims are 
obvious or anticipated by references such as (US 5,882,700) and (US 4,452,748). 

5. Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 13-18 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Information Disclosure Statement 

6. The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609.04(a) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper." Therefore, unless 
the references have been cited by the examiner on form PTO-892, they have not been 
considered. 

7. IDS is objected because disclosure of the instant applicant discloses foreign document 
such as JP 2002-222545, but does not cite on the IDS form. 

New Ground of Rejections 
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Claim Rejections - 35 USC § 112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

9. Claims 8-11 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

10. Claim 8 is vague and indefinite because it is unclear which element having a front end 
surface with a groove. 

11. Claim 8 recites the limitation "the front end surface" in line 3. There is insufficient 
antecedent basis for this limitation in the claim, because claim 8 is depended on claim 7, wherein 
claim 7 fails to cite such limitation, and, therefore, such limitation makes the scope of the subject 
matter indeterminate. 

Claim Rejections - 35 USC § 102 

12. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

13. Claims 7-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Inoue (JP 
2001-150488). 

14. As to claim 7, Inoue discloses an injection molding apparatus which comprises first mold 
plate; second mold plate; stamper (3); first mirror surface disk (15) attached to the first mold 
plate (2); a second mold plate (1) disposed to advance and retreat in relation to the first mold 
plate (2); a second mirror surface disk attached to the second mold plate and forming a cavity 
(13) in co-operation with the first mirror surface disk in a mold clamped condition; a stamper (3) 
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attached to the mirror surface disk and having a fine pattern formed on a front end surface 
thereof; a bush (8,10) extending through the mirror surface disk (See figure 1); and the other 
mirror surface disk comprises a through hole that disposes the bush is formed radially inward of 
a region for forming clamp area (See figure 6-7). Figure 7 shows that the a first region provided 
to extend radially outward from an outer circumferential edge of the through hole projects from a 
second region provided to extend radially outward from the first region so as to form a step 
between the first and second regions. 

15. As to claims 8-9, Figure 7 shows that the front end surface of the other mirror surface 
disk comprises annular groove (23), which is involved to form a stack rib, wherein groove is 
formed between the first and second region, and the first region is a region that forms a clamp 
area. 

16. Inoue discloses all claimed structural limitations as discussed above, and, thus, the claims 
are anticipated. 

17. Claims 7-11 are rejected under 35 U.S.C. 102(b) as being anticipated by Asai (US 
5,460,763). 

18. As to claim 7, Asai ('763) discloses a disc mold which comprises first mold plate; a first 
mirror surface disc attached to the first mold plate; a second mold plate disposed to advanced and 
retreat in relation to the first mold plate; a second mirror surface disc attached to the second mold 
plate and forming a cavity in co-operation with the first mirror surface disc in a mold clamped 
condition (See figure 1); a stamper attached to one of the first and second mirror surface discs 
and having a fine pattern formed one a front end surface thereof (See figure 1); and a bush 
extending through another one of the first and second mirror surface discs (See figure 12). It 
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further teaches that the other mirror surface disc being characterized in that a through hole that 
disposed the bush is formed radially inward of a region for forming a clamp area (See figure 12). 
It further teaches that first region provided to extend radially outward from an outer 
circumferential edge of the through hole projects from a second region provided to extend 
radially outward from the first region so as to form a step between the first and the second 
regions (see figures 5, 8 and 11). 
19. 

20. As to claim 8, it further teaches that the groove (10C) formed on the front end surface of 
a mirror surface disc at a predetermined location (Sec figures 5, 8 and 1 1). 

21 . As to claim 9, it further teaches that groove is formed between the first and second 
regions; and the first region is a region that forms the clamp area (see figures 5, 8 and 11). 

22. As to claims 10-11, Figure 1 1 further suggests that the groove is formed in first and 
second regions. 

23. Asai discloses all claimed structural limitations as discussed above, and, thus, the claims 
are anticipated. 

Claim Rejections - 35 USC §103 

24. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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25. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

26. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

27. Claims 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over Inoue 
(JP 2001-150488). 

28. Inoue discloses all claimed structural limitations as discussed above. It further teaches 
that the groove is formed between first and second region, but fails to teach or suggest that first 
and second region comprise groove. 

29. It would have been obvious to one of ordinary skill in the art at the time of Applicant's 
invention to modify the invention of Inoue by providing groove in first and second regions 
because such an alignment is involved to provide a clearance between stack mold which is 
involved to form clamp area and signal area as required. 



Application/Control Number: 10/594,508 Page 8 

Art Unit: 1791 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DIMPLE N. BOD AW ALA whose telephone number is 
(571)272-6455. The examiner can normally be reached on Monday - Friday at 8:30 am - 5:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, PHILLIP C. TUCKER can be reached on (571) 272-1 095. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Dimple N Bodawala 

Examiner 

Art Unit 1791 

/D. N. B.I 

Examiner, Art Unit 1791 



/Philip C Tucker/ 



Application/Control Number: 10/594,508 Page 9 

Art Unit: 1791 

Supervisory Patent Examiner, Art Unit 1791 



